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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim 12 is rejected under 35 U.S.C. 102(b) as being anticipated by Church 
(6,196,175). 

Church discloses a valve-deactivating hydraulic lifter for selectively coupling the 
rotary motion of a cam lobe to the reciprocal motion of a valve pushrod in an internal 
combustion engine (see figure 1), comprising: a) a lifter body having means for 
following an eccentric surface of said cam lobe and having a first axial bore and having 
a groove formed in a wall of said first axial bore, said groove being in communication 
with an oil gallery in said engine (see figure 2), b) a pin housing slidably disposed in 
said first axial bore and having at least one transverse bore and having a second axial 
bore (see figure 3; numerals 61 ,93); c) at least one locking pin slidably disposed in said 
at least one transverse bore said at least one locking pin having an outer end for 
selectively engaging said groove to lock said pin housing to said lifter body (see 
numeral 99); and d) a clocking mechanism for limiting relative rotation between said pin 
housing and said lifter body (see numeral 101). 
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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 -3,5-9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Church. 

Regarding claims 1,7,9: Church discloses a valve-deactivating hydraulic lifter for 
selectively coupling the rotary motion of a cam lobe to the reciprocal motion of a valve 
pushrod in an internal combustion engine, wherein oil is retained in the lifter during 
periods of engine shutdown (see figure 1 ), comprising: a) a lifter body having means for 
following an eccentric surface of said cam lobe and having a first axial bore and having 
a groove formed in a wall of said first axial bore, said groove being in communication 
with an oil gallery in said engine (see figures 1,2), b) a pin housing slidably disposed in 
said first axial bore and having a transverse bore (see figure 3; numerals 61 ,93) c) a 
locking pin slidably disposed in said transverse bore and each having an outer end for 
selectively engaging said groove to lock said pin housing to said lifter body (see 
numeral 99); and d) a clocking mechanism for limiting relative rotation between said pin 
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housing and said lifter body (see numeral 101). Church also discloses the lifter installed 
in the engine at an angle (greater than zero) from vertical (see figure 1 ). 

Church discloses the claimed invention except for a pair of locking pins. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to duplicate the locking pin into a pair of locking pins, since it has been held that 
mere duplication of the essential working parts of a device involves only routine skill in 
the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

Regarding claims 2,8: Church discloses a hydraulic lash adjustment mechanism 
disposed in a second axial bore of said pin housing and including a seat for receiving an 
end of said pushrod, wherein said hydraulic lash adjustment mechanism includes a 
chamber for holding oil, and wherein said pin housing includes an oil supply port in 
communication with said chamber (see figure 2), and wherein said clocking mechanism 
causes said oil supply port to be facing upwards when said lifter is installed in said 
internal combustion engine at an angle greater than zero degrees from vertical (see 
figure 1). 

Regarding claim 3: Church discloses the clocking mechanism comprises: a) a 
recess formed in one of said pin housing and said lifter body (see figure 2); b) a 
longitudinal groove formed in the other of said pin housing and said lifter body (see 
figure 1; numerals 103,105); and c) a locking element disposed in said recess and said 
groove and extending there between ( see numeral 101 ). 



Application/Control Number: 10/689,215 



Art Unit: 3748 



Page 5 



Regarding claim 5: Church discloses the clocking mechanism as an integral part 
of the locking pins and further discloses the clocking mechanism comprises a port 
formed through a wall of said lifter body and a locking element disposed in said port 
(see figure 2). 

Church discloses the claimed invention except for failing to disclose the clocking 
mechanism separate from the locking pin and thus fails to show a flat formed on the 
outer surface of the pin housing. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to separately form the clocking/locking 
device, since it has been held that constructing a formerly integral structure in various 
elements involves only routine skill in the art. Nerwin v. Erlichman, 168 USPQ 177, 179. 

Regarding claim 6: Church discloses the locking element is selected from the 
group consisting of a pin and a spring clip (see figure 2). 

3. Claims 1-3,5-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Church in view of admitted prior art. 

Regarding claims 1,7,9: Church discloses a valve-deactivating hydraulic lifter for 
selectively coupling the rotary motion of a cam lobe to the reciprocal motion of a valve 
pushrod in an internal combustion engine, wherein oil is retained in the lifter during 
periods of engine shutdown (see figure 1 ), comprising: a) a lifter body having means for 
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following an eccentric surface of said cam lobe and having a first axial bore and having 
a groove formed in a wall of said first axial bore, said groove being in communication 
with an oil gallery in said engine (see figures 1,2), b) a pin housing slidably disposed in 
said first axial bore and having a transverse bore (see figure 3; numerals 61 ,93) c) a 
locking pin slidably disposed in said transverse bore and each having an outer end for 
selectively engaging said groove to lock said pin housing to said lifter body (see 
numeral 99); and d) a clocking mechanism for limiting relative rotation between said pin 
housing and said lifter body (see numeral 101). Church also discloses the lifter installed 
in the engine at an angle (greater than zero) from vertical (see figure 1 ). 

Church fails to disclose more than one (a pair) locking pin. 

The prior art teaches a pair of locking pins (see figure 1 ). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Church's system by providing a pair of locking pins as 
taught by the prior art in order to balance the engagements. 

Regarding claims 2,8: Church discloses a hydraulic lash adjustment mechanism 
disposed in a second axial bore of said pin housing and including a seat for receiving an 
end of said pushrod, wherein said hydraulic lash adjustment mechanism includes a 
chamber for holding oil, and wherein said pin housing includes an oil supply port in 
communication with said chamber (see figure 2), and wherein said clocking mechanism 
causes said oil supply port to be facing upwards when said lifter is installed in said 
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internal combustion engine at an angle greater than zero degrees from vertical (see 
figure 1). 

Regarding claim 3: Church discloses the clocking mechanism comprises: a) a 
recess formed in one of said pin housing and said lifter body (see figure 2); b) a 
longitudinal groove formed in the other of said pin housing and said lifter body (see 
figure 1; numerals 103,105); and c) a locking element disposed in said recess and said 
groove and extending there between (see numeral 101). 

Regarding claim 5: Church discloses the clocking mechanism as an integral part 
of the locking pins and further discloses the clocking mechanism comprises a port 
formed through a wall of said lifter body and a locking element disposed in said port 
(see figure 2). 

Church discloses the claimed invention except for failing to disclose the clocking 
mechanism separate from the locking pin and thus fails to show a flat formed on the 
outer surface of the pin housing. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to separately form the clocking/locking 
device, since it has been held that constructing a formerly integral structure in various 
elements involves only routine skill in the art. Nerwin v. Erlichman, 168 USPQ 177, 179, 

Regarding claim 6: Church discloses the locking element is selected from the 
group consisting of a pin and a spring clip (see figure 2). 
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4. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Church in 
view of Voigt (5,544,628). 

Church discloses the claimed invention as recited above and further discloses 
the locking element is a piston (see figure 2). 

Church fails to disclose the locking element is a ball. 

However, Voigt teaches a ball is an equivalent locking element to that of a piston 
(see column 2, lines 20 to 25). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Church's system by providing a ball as an equivalent 
locking element as taught by Voigt in order to use various equivalent means of locking 
elements. 

5. Claims 10,1 1 are rejected under 35 U.S.C; 103(a) as being unpatentable over 
Church in view of Connell (4,739,675). 

Church discloses the claimed invention as recited above; however, fails to 
disclose the engine is a slant mount engine or a V-style engine. 

Connell discloses valve lifter for V-style (slant mount) engine (see figure 1 ). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize the valve lifter of Church in that of V-type engines as 
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taught by Connell in order to apply the valve lifter to various engine types. 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Church in 
view of prior admitted prior art as applied to claim 3 above; and further in view of Voigt 
(5,544,628). 

Church in view of admitted prior art discloses the claimed invention as recited 
above and further discloses the locking element is a piston (see figure 2). 

Church in view of admitted prior art fails to disclose the locking element is a ball. 

However, Voigt teaches a ball is an equivalent locking element to that of a piston 
(see column 2, lines 20 to 25). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Church in view of admitted prior art's system by providing 
a ball as an equivalent locking element as taught by Voigt in order to use various 
equivalent means of locking elements. 

7. Claims 10,1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Church in view of admitted prior art as applied to claim 8 above; and further in view of 
Connell (4,739,675). 

Church in view of admitted prior art discloses the claimed invention as recited 
above; however, fails to disclose the engine is a slant mount engine or a V-style engine. 
Connell discloses valve lifter for V-style (slant mount) engine (see figure 1). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize the valve lifter of Church in view of admitted prior art in 
that of V-type engines as taught by Connell in order to apply the valve lifter to various 
engine types. 

8. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over admitted 
prior art in view of Haas et al. (US2002/0038642). 

Admitted prior art discloses a valve-deactivating hydraulic lifter for selectively 
coupling the rotary motion of a cam lobe to the reciprocal motion of a valve pushrod in 
an internal combustion engine, wherein oil is retained in the lifter during periods of 
engine shutdown (see figures 1,2), comprising: a) a lifter body having means for 
following an eccentric surface of said cam lobe and having a first axial bore and having 
a groove formed in a wall of said first axial bore said groove being in communication 
with an oil gallery in said engine (see numeral 12), b) a pin housing slidably disposed in 
said first axial bore and having a transverse bore (see numeral 18); c) a pair of opposed 
locking pins slidably disposed in said transverse bore and each having an outer end for 
selectively engaging said groove to lock said pin housing to said lifter body (see 
numeral 54). 

Prior art fails to disclose a clocking mechanism for limiting relative rotation 
between said pin housing and said lifter body. 
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However, Haas teach a "clocking mechanism" for limiting the relative rotation 
between the inner housing and outer housing body in order to assure a circumferential 
positional correspondence between bores (see page 2, paragraph 0015). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the device of the prior art by providing a anti-rotational 
"clocking mechanism" as taught by Haas in order to assure a circumferential positional 
correspondence between oil grooves. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zelalem Eshete whose telephone number is (703) 306- 
4239. The examiner can normally be reached on Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Denion can be reached on (703) 308-2623. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/689,215 



Page 12 



Art Unit: 3748 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
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TECHNOLOGY CENTER 3700 



